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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
31 st , 2007 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 2, 4, 5, 6, 8, 10, 20, 23-25, 34-38, and 45-50 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Honda (US 2002/0191517) in view of Klein (US 

« 

6,145,368), and further in view of Satoh (US 5,1 19,363). 

The claims will be addressed in order of dependency rather than numerical order. 

Regarding claim 5: 

Honda discloses: 

An optical disk, comprising: 

a label region on the optical disk comprising a writeable material (paragraph 30). 
Honda does not disclose: 



• 
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"substantially identical disk speed features, disposed on the disk in a first annular 
ring at a first radial position and located to be readable when writing the label region, to 
convey disk speed data; and 

disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring at a second radial position different from the first 
radial position and located to be readable when writing to the label region, to convey 
disk angular orientation data, wherein at least some of the disk angular orientation 
features and at least some of the disk speed features have an overlapping angular 
position, and wherein the first annular ring abuts the second annular ring." 

However, note that Honda does disclose tracking the disk speed (paragraph 37) 
and the angular orientation (paragraph 38). 

Klein discloses: 

substantially identical disk speed features, disposed on the disk in a first annular 
ring at a first radial position, to convey disk speed data (Fig. 2: 104; column 1, lines 25- 
45); and 

> 

disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring at a second radial position different from the first 
radial position (Fig. 2: 102) to convey disk angular orientation data (column 1, lines 24- 
45), wherein at least some of the disk angular orientation features and at least some of 
the disk speed features have an overlapping angular position (apparent from Fig. 2). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda substantially identical disk speed features, disposed on 
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the disk in a first annular ring at a first radial position and located to be readable when 
writing the label region, to convey disk speed data; and 

disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring at a second radial position different from the first 
radial position and located to be readable when writing to the label region, to convey 
disk angular orientation data, wherein at least some of the disk angular orientation 
features and at least some of the disk speed features have an overlapping angular 
position. 

The motivation would have been to measure the disk speed and angular 
orientation directly from the disk, improving accuracy. 
Honda in view of Klein does not disclose: 

(A) "wherein the first annular ring abuts the second annular ring," or 

(B) "wherein the annular rings are proximate a central hub of the disc." 
Regarding (A): 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein wherein the second annular ring abuts the 
first annular ring. 

The rationale is as follows: 

Whether the first annular ring abuts the second annular ring makes no difference 
to its purpose: the speed and angular tracking works no better or worse whether the 
rings abut or not. 
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Furthermore, applicant's specification, as originally filed, does not disclose any 
benefit or reason to have the rings abut one another. Applicant merely discloses 
embodiments where they abut (as per Fig. 1) and other embodiments where they do not 
(as per Fig. 2). 

It has been held (see, e.g., In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 
1950)) that shifting the positi9on of a part is obvious when it does not modify the 
operation of the invention. Therefore shifting the position of the annular rings of Honda 
in view of Klein so that they abut would have been obvious to one of ordinary skill in the 
art at the time of the invention. 

Regarding (B): 

Satoh discloses wherein an annular ring used to track disc speed data and disc 
anguiar orientation data is proximate a central hub of the disk (Fig. 8; column 6, lines 2- 
25). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein where the annular rings are proximate a 
central hub of the disk. 

The rationale is as follows: 

Honda in view of Klein discloses the rings; Satoh shows putting rings proximate 
the central hub is a known technique; and one of ordinary skill could have combined 
these two teachings together with predictable results. 

Regarding claim 2: 
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In Honda in view of Klein, and further in view of Satoh, the label region is on a 
label side of the optical disk (Honda paragraph 30). 
Regarding claim 4: 

In Honda in view of Klein, and further in view of Satoh, the optical disc includes a 
data side and a label side (Honda paragraph 30). 
Regarding claim 6: 

In Honda in view of Klein, and further in view of Satoh, the first and second 
annular rings are configured for reading by an encoder (shown in Klein Fig. 1). 
Regarding claim 8: 

In Honda in view of Klein, and further in view of Satoh, the disk angular 
orientation features are molded (they are slits in the disk so they must be molded). 
Regarding claim 10: 

In Honda in view of Klein, and further in view of Satoh, the disk speed features 
are molded (they are slits in the disk so they must be molded). 
Regarding claim 34: 

In Honda in view of Klein, and further in view of Satoh, all the disk speed features 
have a substantially identical size and shape (apparent from Klein Fig. 2), and at least 
some of the disk angular orientation features have a different size or shape from the 
disk speed features (apparent from Klein Fig. 2). 

Regarding claim 35: 
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In Honda in view of Klein, and further in view of Satoh, at least some of the disk 
angular orientation features have a different size from others of the disk angular 
orientation features (apparent from Klein Fig. 2). 

Regarding claim 36: 

In Honda in view of Klein, and further in view of Satoh, a pattern formed by the 
disk angular orientation features is not symmetrical about at least some axes extending 
outward from the center of the disk (apparent from Klein Fig. 2: since they are different 
sizes, the pattern is not symmetrical). 

Regarding claim 37: 

In Honda in view of Klein, and further in view of Satoh, a pattern formed by the 
disk angular orientation features about at least some axes extending outward from the 
center of the disk is different from the pattern formed by the disk angular orientation 
features about at least some other axes extending outward from the center of the disk 
(apparent from Klein Fig. 2). 

Regarding claim 38: 

In Honda in view of Klein, and further in view of Satoh, an angular span of each 
disk speed feature is substantially identical to an angular span between each two disk 
speed features (apparent from Klein Fig. 2). 

Regarding claims 20 and 23-25: 

All elements positively recited have been identified with respect to earlier claims. 
No further elaboration is necessary. 
Regarding claim 46: 
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Honda in view of Klein, and further in view of Satoh, discloses an optical disc as 
discussed above. 

Honda in view of Klein, and further in view of Satoh, does not disclose "wherein 
the first radial position is nearer the central hub of the disk than the second radial 
position." 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein, and further in view of Satoh, wherein the 
first radial position is nearer the central hub of the disk than the second radial position. 

The rationale is as follows: 

Which of the two annular rings is closer to the central hub of the disk makes no 
difference to its purpose: the speed and angular tracking work no better or worse no 
matter which ring is inside or outside. 

Furthermore, the applicant's specification, as originally filed, does not disclose 
any benefit or reason to have one ring inside the other. 

It has been held (see, e.g., In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 
1950)) that shifting the position of a part is obvious when it does not modify the 
operation of the invention. Therefore shifting the position of the annular rings of Honda 
in view of Klein, and further in view of Satoh, so that the first radial position is nearer the 
central hub of the disk than the second radial position, would have been obvious. 

Regarding claims 47 and 48: 

These claims are similar to claim 46 and similarly rejected. 
Regarding claims 49 and 50:' 
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All elements positively recited have already been identified with respect to earlier 
rejections. No further elaboration is necessary. 

4. Claims 3, 7, 12, 14, 15, 22, 33, 17, 39-41 , and 43-45 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Honda in view of Klein, and further in view of 
Satoh, as applied to the claims above, and further in view of Osborne (US 5,107,107). 
Regarding claim 7: 

Honda in view of Klein, and further in view of Satoh, discloses an optical disk as 

« 

discussed above. 

Honda in view of Klein, and further in view of Satoh, does not disclose wherein 
the disk angular orientation features are defined in a mirror region of the label side of 
the optical disk. Honda in view of Klein, and further in view of Satoh, discloses a 
transmissive scheme for the disk angular orientation features: light passes through slits 
and is measured on the other side of the disk. 

Osborne discloses an alternative to a transmissive scheme: a reflective scheme 
wherein the disk features are pits defined in a reflective, or mirror region (column 6, 
lines 10-65). Osborne discloses that it is more sophisticated. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to include in Honda in view of Klein, and further in view of Satoh, 
wherein the disk angular orientation features are defined in a mirror region of the label 
side of the optical disk. 

The motivation would have been to use a more sophisticated scheme. Also, 
because the reflective scheme taught by Osborne does not require slits through the 
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disk, Osborne's method has more surface area on the opposite side of the disk, the 
data side, which would allow more data to be recorded. 
Regarding claim 3: 

In Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, the disk speed features are configured to deflect incoming light (as discussed 
above). 

Regarding claims 12: 

As discussed above, Honda in view of Klein, and further in view of Satoh, and 
further in view of Osborne, comprising a surface, distinct from the writable material, 
having markings to indicate disk angular orientation. 

Regarding claim 14: 

Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, does not disclose "wherein the markings comprise interspersed areas with 
and without substantially circular molded pits." 

Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, discloses molded pits, just not that they are "substantially circular." 

However, Osborne disclose that in an optical disc information can be indicated 
through a substantially circularly molded pit that (column 8, lines 35-50). 

It would have been obvious to one of ordinary skill in the art to include in Honda 
in view of Klein, and further in view of Osborne, wherein the second signal results when 
light is reflected by a substantially circular molded pit, as further taught by Osborne. 

The rationale is as follows: 
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Using substantially circular molded pits to indicate information by monitoring a 
reflected light signal is the fundamental premise of all optical recording media, as 
attested by Osborne. Therefore one of ordinary skill in the art could certainly have 
created substantially circularly molded pits to create the signal required by Honda in 
view of Klein, and further in view of Osborne, with predictable results. 

Regarding claim 15: 

In Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, the molded pits define a light-deflecting feature (Osborne: column 6, lines 10- 
65). 

Regarding claim 22: 

This claim is similar to claim 14 and is similarly rejected. 
Regarding claim 33: 

Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, does not disclose wherein the first annular ring is configured for reading by an 
encoder and the second annular ring is configured for reading by an OPU. 

Osborne compares a conventional encoder and an OPU. Osborne concludes 
that using an OPU can overcome the weaknesses of a conventional encoder (column 
11, lines 25-60). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein, and further in view of Satoh, and further in 
view of Osborne, wherein the first annular ring is configured for reading by an encoder 
and the second annular ring is configured for reading by an OPU. 
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The motivation would have been to avoid the weaknesses of a conventional 
encoder when reading the second annular ring. 
Regarding claim 17: 

All elements positively recited have already been identified with respect to earlier 
claims. No further elaboration is necessary. 
Regarding claim 39: 

In Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, the light-deflecting feature has a surface that is not perpendicular to incoming 
light applied to read the markings (at the very least the walls of the pit are parallel to, 
rather than perpendicular to, the incoming light). 

Regarding claim 40: 

In Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, the molded pits deflect both coherent and incoherent light (both types of light 
would be deflected by the pits). 

Regarding claims 41 and 43-45: 

Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, discloses all elements positively recited in these claims as discussed with 
regards to previous rejections. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda in 
view of Klein, and further in view of Satoh, and further in view of Osborne as applied to 
the claims above, and further in view of Bugner et al. (US 6,109,324). 
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Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, discloses an optical disk as discussed above. 

Honda in view of Klein, and further in view of Osborne, does not disclose wherein 
the disk angular orientation features comprise markings within the label region. 

Bugner discloses printing a disk angular orientation feature (column 3, line 65 to 
column 4, line 10: this then, is a disk angular orientation feature that comprises 
markings within the label region). Bugner discloses that this allows a secondary image 
to be printed in registration with the primary image (column 4, lines 1-35). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein, and further in view of Osborne, wherein 
the disk angular orientation features comprise markings within the label region. 

The motivation would have been to allow printing a secondary image in 
alignment with a primary image. 

6. Claims 1 3, 21 , and 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Honda in view of Klein, and further in view of Satoh, and further in 
view of Osborne as applied to the claims above, and further in view of Nagashima (US 
5,670,947). 

Regarding claim 13: 

Honda in view of Klein, and further in view of Satoh, and further in view of 
Osborne, discloses an optical disk wherein the markings define a light-deflecting 
feature, as discussed above. 
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Honda in view of Klein, and further in view of Osborne, does not disclose wherein 
the markings comprise a molded saw tooth to deflect light from a sensor. 

Nagashima discloses a molded saw tooth can deflect light from a sensor (column 
3, lines 25-45). 

It would have been obvious to one of ordinary skill in the art to include in Honda 
in view of Klein, and further in view of Osborne, wherein the light-deflecting features are 
a molded saw tooth to deflect light from a sensor, because a molded pit and a molded 
saw tooth are used in the same environment, for the same purpose, and achieve the 
same result. 

Regarding claim 21 and 42: 

All elements positively recited have already been identified with respect to earlier 
rejections. No further elaboration is necessary. 

7. Claim 49 is rejected under 35 U.S.C. 103(a) as being unpatentable over Honda 
(US 2002/0191517) in view of Klein (US 6,145,368). 

Regarding claim 49: 

Honda discloses: 

An optical disk, comprising: 

a label region on the optical disk comprising a writeable material (paragraph 30). 
Honda does not disclose: 

"substantially identical disk speed features, disposed on the disk in a first annular 
ring, to convey disk speed data; and 



X 
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disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring." 

However, note that Honda does disclose tracking the disk speed (paragraph 37) 
and the angular orientation (paragraph 38). 

Klein discloses: 

substantially identical disk speed features, disposed on the disk in a first annular 
rin, to convey disk speed data (Fig. 2: 104; column 1, lines 25-45); and 

disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring (Fig. 2: 102) to convey disk angular orientation data 
(column 1 , lines 24-45). 

It would have been obvious to one of ordinary skill in the art at the time of the 

k 

invention to include in Honda substantially identical disk speed features, disposed on 
the disk in a first annular ring,, to convey disk speed data; and 

disk angular orientation features different from the disk speed features, disposed 
on the disk in a second annular ring, to convey disk angular orientation data. 

The motivation would have been to measure the disk speed and angular 
orientation directly from the disk, improving accuracy. 

Honda in view of Klein does not disclose: 

"wherein the first annular ring abuts the second annular ring and is nearer a 
central hub of the disk than the second annular ring." 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to include in Honda in view of Klein wherein the second annular ring abuts the 
first annular ring and is nearer a central hub of the disk than the second annular ring. 

The rationale is as follows: 

Whether the first annular ring abuts the second annular ring, and which ring is 
nearer the center of the disc, makes no difference to its purpose: the speed and angular 
tracking works no better or worse whether the rings abut or not. 

Furthermore, applicant's specification, as originally filed, does not disclose any 
benefit or reason to have the rings abut one another. Applicant discloses embodiments 
where they abut (as per Fig. 1) and other embodiments where they do not (as per Fig. 
2). 

It has been held (see, e.g., In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 
1950)) that shifting the positi9on of a part is obvious when it does not modify the 
operation of the invention. Therefore shifting the position of the annular rings of Honda 
in view of Klein so that they abut would have been obvious to one of ordinary skill in the 
art at the time of the invention. 

Response to Arguments 

8. Applicant's arguments filed October 31 st , 2007 have been fully considered but 
they are not persuasive. 

Applicant makes numerous arguments. Many are no longer applicable due to the 
new grounds of rejection. However, each will be addressed in turn. 
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Starting on page 10, Applicant argues that Honda in view of Klein does not 
disclose two of the claimed elements: that the rings abut, and that they are proximate a 
central hub of the disk. This second element has now been rejected through the 
additional teaching of Satoh, and so this argument is moot. The first element will be 
addressed with each specific argument put forth by Applicant. 

Starting on page 1 1 , Applicant argues that it is not obvious to move the annular 
rings, as per the previous rejection, because it modifies the operation of the invention. 
Specifically, Applicant argues that the present invention has a contiguous label region, 
and that the teaching of Klein (where the rings do not abut), would create two labels 
regions, with a "visual discontinuity" between them. 

This argument is not persuasive. Whether or not there is a "visual discontinuity" 
is a matter of artistic merit and not of engineering: the purpose of the annular rings is to 
track speed and angular orientation, and the annular rings work for that purpose 
regardless of their appearance and regardless of their position on the disk. Furthermore, 
the Examiner notes that Applicant's original disclosure did not express concern over the 
"visual discontinuity," and even disclosed embodiments that contained it: see, for 

t 

example, Fig. 2. 

* 

Applicant next argues, starting in the second paragraph of page 12, that moving 
the rings to the central hub modifies the invention. This argument is moot due to the 
new grounds or rejection. 

Next, starting in the last paragraph of page 12, Applicant argues that the Office 
has not provided a motivation for moving the rings. However, as noted in the rejection 
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above, it has been held to be obvious to move parts when that does not affect the 
operation of the invention, and therefore moving the rings of Honda in view of Klein is 
obvious. 

Starting on page 13, Applicant argues that repositioning the rings of Klein to 
proximate the central hub would result in an inoperative device. Again, this part has 
been taught by Satoh, so this argument is moot. However, to address it anyway, the 
Examiner notes that Applicant's argument appears to be that the rotary hub of Klein, 
used in a mouse or joystick, would be too small to have annular rings near the central 
hub. However, Klein has only been relied upon to teach the method of tracking speed 
and angular orientation. That teaching has been applied to the optical disc of Honda, as 
per the 103 rejection above, and therefore the annular rings of the 103 combination are 
being used in an optical disc. As Satoh shows, an optical disc is large enough to have 
annular tracking rings proximate the central hub. 

In the last paragraph of page 13, Applicant argues Klein "teaches away" from 
repositioning the rings, since it "would result in an inoperative device." Klein does not 
teach this at all: there is no indication in Klein that positioning the rings near the central 
hub would make the device inoperable. 

♦ 

On page 14, Applicant applies the same arguments to claims 20, etc., but those 
arguments are no more persuasive with regards to those claims than to the earlier ones. 

On pages 14-15, Applicant argues that the combinations involving Osborne and 
Burger rely on "hindsight reasoning." 
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In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 

r 

reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Applicant next argues new claims 46-48 are allowable. However, these claims 
have been rejected as noted above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (571) 
272-5264. The examiner can normally be reached on 9:00 AM to 6:30 PM Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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